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REASONS IN SUPPORT OF APPLICANT'S 
PRE- APPEAL BRIEF REQUEST FOR REVIEW 

Sir: 

This document is submitted in support of the Pre- Appeal Brief Request for Review 
that is filed concurrently herewith along with a Notice of Appeal in compliance with 37 
C.F.R. 41.31. Applicant requests a Pre- Appeal Brief Review of the claims finally rejected in 
the Final Office Action mailed February 1, 2007 ("Final Office Action"). 

In the interest of brevity and without waiving the right to argue additional grounds 
should this Petition be denied, Applicant will only discuss the clear errors in the Final Office 
Action in the rejections of independent Claims 6, 16, and 21. Independent Claims 6 and 16 
and dependent Claims 2-4, 7, 13-14, and 17 stand rejected under 35 U.S.C. § 103(a) as 
unpatentable over U.S. Patent Application Publication No. 2004/0001223 to Tanaka 
(hereinafter "Tanaka"). Independent Claim 21 stands rejected under 35 U.S.C. § 103(a) as 
unpatentable over Berard in view of Tanaka and Madison. 

Independent Claims 6 and 16 are Patentable Over Tanaka 

Independent Claim 6 recites (emphasis added): 

6. A method of routing print files in a computer system, the method 
comprising: 

evaluating content of at least one print file based on a routing policy, wherein 
the print file is configured by an application for printing on a printer device; and 

selectively routing the print file based on the evaluated content of the at least 
one print file to a non-printer device instead of to a printer device in response to the 
evaluated content of the print file. 
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Accordingly, Claim 6 recites that the file whose content is evaluated based on a 
routing policy is a print file that is configured by an application for printing on a printer 
device. Furthermore, the print file is selectively routed to a non-printer device instead of to a 
printer device in response to the evaluation of the content of the print file . 

Tanaka describes a personal computer (10) that has a client application and a separate 
setting file (A), and another personal computer (20) that has a client application and a 
separate setting file (B), as shown in FIG. 1 of Tanaka below. 

FIG. 1 of Tanaka 



100 




The client applications and setting files (A), (B) are installed in the personal computer 

(10) from media (CDs) enclosed within "as supplements of magazines A and B" (Tanaka, 

Para. 39). Tanaka describes the setting files (A),(B) as follows: 

The setting files A and B attached to the client applications respectively have 
information representing the name of the corresponding magazine as a distribution 
route, the name of a privilege service available to the client application, and an 
effective time period of the privilege service." 
(Tanaka, Para. 39). 

Accordingly, the setting files (A),(B) identify from what magazine a client obtained 
the files (e.g., "distribution route" can be "magazine A" or "magazine B"), the type of service 
available to the client (e.g., "privilege service" can be the number of free print outs available), 
and an expiration date for the service. Tanaka illustrates the printing process by the personal 
computers (10),(20) and print server (100) in FIGS. 4 and 5, below. 
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FIG. 4 of Tanaka 
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Tanaka describes that the personal computer 1 0 initially sends the setting file (A) 
(step S10) to the print server (100), where the setting file (A) defines the services that are 
available to the client and an expiration date for the services. The personal computer (10) 
then separately uploads the images (step S12) to the print server (100). Tire print server 
(100) analyzes the setting file (step SSO) and, based on the settings in the setting file, prints 
the uploaded images (step S75) and generates an invoice for the printing (S70). Accordingly, 
the image file is a print file because it is configured by the personal computer (10) for 
printing (step S75) by the print server (100), while the setting file (A) is not a print file 
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because it is not configured to be printed and, indeed, it is not printed by the print server 
(100). 

In sharp contrast to Claim 6, Tanaka analyzes the contents of the setting file, not the 
contents of the separate image file which is to be printed. Nowhere does Tanaka describe or 
suggest that the contents of the image file are evaluated or, much less, that the contents of the 
image file are evaluated based on a routing policy . 

Moreover, Tanaka does not describe or suggest that the image file is selectively routed 
to a non-printer device instead of being printed by the print server (100) in response to 
evaluation of the content of the image file based on a routing policy . 

For at least these reasons, Applicant submits that Claim 6 is patentable over Tanaka 
because Tanaka does not describe or suggest evaluating content of at least one print file based 
on a routing policy, and it does not describe or suggest selectively routing the print file, based 
on the evaluated content of the print file, to a non-printer device instead of to a printer device. 

Independent Claim 16 is a computer program product claim that includes recitations 
that correspond to those of Claim 6 and, consequently, is submitted to be patentable over 
Tanaka for at least the reasons explained with regard to Claim 6. 

Independent Claim 21 is Patentable Over Berard in view of Tanaka and Madison 

Claim 21 recites (emphasis added): 

21. A method of routing print files in a computer system, the method 
comprising: 

searching content of a print file to identify one or more keywords that are 
defined by a routing policy, wherein the print file is configured by an application for 
printing on a printer device; and 

selectively renaming the print file based on identifying the one or more 
keywords in the print file instead of routing the print file to a printing device. 

Accordingly, Claim 21 recites that the print file is configured by an application for 
printing on a printing device, and that the print file is selectively renamed based on 
identifying one or more keywords contained in the print file that are defined by a routing 
policy, instead of routing the print file to a printing device. 

In rejecting the subject matter of Claim 21, the Final Office Action on page 9 
concedes that "Berard does not disclose expressly searching the content of the file to identify 
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one or more keywords that are defined by a routing policy or selectively renaming the file 
based on the identified keywords." In the an attempt to supply some of the missing 
recitations, the Final Office Action contends on page 8 that "Tanaka discloses searching the 
content of a file to identify keywords defining a routing policy for the file." However, as 
explained above, Tanaka analyzes the contents of a setting file, not the contents of a separate 
image file that is to be printed. 

The Final Office Action also contends on page 8 that "Madison discloses renaming a 
file based upon the data within the file, such as XML data indicating a successful or 
unsuccessful file upload, and a routing policy, such as the value of the XML data updated 
according to the result of the upload attempt." Applicant acknowledges that Madison 
discloses that a file is selectively renamed based on whether it was successfully upload. 
However, nowhere does Madison appear to disclose that the content of the uploaded file is 
examined or, much less, that the content of a file is searched to identify one or more 
keywords that are defined by a routing policy, or that the file is selectively renamed based on 
identifying one or more keywords via the file search. 

For at least these reasons, Applicant submits that Claim 21 is patentable over Berard 
in view of Tanaka and Madison. 

Accordingly, Applicant respectfully requests withdrawal of all rejections and the 
allowance of all claims in due course. In the event an extension of time is necessary to allow 
consideration of this paper, such an extension is hereby petitioned under 37 C.F.R. §1. 136(a) 
and any additional fees may be charged to our Deposit Account No. 50-0220. 
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